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Art Unit: 1772 

DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 15-21 and 35-37 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Claims 15 and 35 contain the new 
matter limitations as to the elastic modulas of the composition layer and body layer. 
Original claim 1 1 and the specification at page 4, lines 4-7 and page 7, lines 23-27 both 
recite that the composition modulas as less than 345 MPa and the body modulas as 
greater than 690 MPa. Therefore, there is no support in the specification for the 
modulas of the composition to be less than about 690 MPa. The examiner believes this 
might be a typo error. Also, with the "about" language the two ranges would overlap, > 
which is also not supported by the disclosure since they are specifically disclosed'as 
being different. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of * 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. Claims 15-18, 20, 21 and 35-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chau et al (5735988) in view of Stamm. 

Chau et al. disclose a method for making a reflective (i.e. engineered reflective 
surface), article (column 9, lines 39-48). Chau et al. teach the method comprises 
providing a base layer, forming a structured surface on the base layer, applying a 
reflective coating to the structured surface, applying an at least partially transparent, 
flowable, and radiation curable adhesive (e.g. acrylic based) to the structured surface, 
placing a substrate over the radiation curable adhesive (see Figures IC-IF and column 
5, lines 57-65 and column 6, lines 1-1 9). Alternatively, Chau et al. teach applying the 
radiation curable adhesive by first coating the substrate and then, applying the coated 
substrate to the structured surface (column 6, lines 20-21 ). Chau et al. are silent as to 
the structured surface comprising retroreflective cube corner cavities. However, Chau et 
al. require a reflective surface topography, and Chau et al. specifically teach choosing 
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the surface topography of the structured surface is well within the ordinary skill of one in 
the art (column 5, lines 14-21 and column 10, lines 1-5). 

Stamm discloses a surface topography to produce retroreflective articles having 
high retroreflective efficiency. Stamm teaches forming a high efficiency retroreflective 
article by providing a base layer, forming a structured surface comprising cube corner 
cavities separated on their top surface on the base layer, applying a reflective foil to the 
structured surface, and filling the structured surface with an optically transparent 
material (see Figure I and the abstract and column 2, lines 3-13 and column 3, lines 35- 
55 and column 5, lines 8-14 and column 6, lines 38-45). 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to Chau et al. to use the cube corner cavity surface 
topography, as taught by Stamm, for the topography of Chau et al. in order to create a 
cube corner cavity retroreflective article having high retroreflective efficiency motivated 
by the fact Chau et al. teaches other topographies can be used to form reflective articles 
and retroreflective articles are a type of reflective article. With respect to the modulas 
limitations in claims 15 and 35 it is the examiners position that these are inherent in the 
prior art since the same type of materials are disclosed for each layer. Chau et al 
teaches polycarbonate for the body at column 5, line 4. The applicant discloses 
polycarbonate for the body on page 15, line 27. Chau et al teaches acrylics for the 
flowable material at column 6, lines 9-1 1 . The applicant discloses acrylics for the 
flowable material on page 13, lines 4-20. In the absence of inherency, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
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to form the body of a more rigid material since it supplies the integrity and strength to 
the article. 

6. Claims 1,3-13 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chau et al in view of Stamm as applied to claims 15-18, 20, 21 and 
35-37 above, and further in view of further in view of either one of JP 042096876 or JP 
081 57793. 

Chau et al. and Stamnm as applied above teach all of the limitations in claims 
22-25, 28-30, 32, and 35 except for specifically reciting the acrylic based epoxy 
adhesive (the radiation curable adhesive) is pressure-sensitive. However, one of 
ordinary skill in the art at the time the invention was made would have readily 
appreciated that acrylic based epoxy adhesives such as that taught by Chau et al as 
modified by Stamm are pressure-sensitive as evidenced by either one of JP 04209686 
or JP 08157793. 

JP 04209686 and JP 08 157793 specifically note acrylic based epoxy adhesives 
are pressure-sensitive (See the English abstracts). With regards to claims 6-8, Chau et 
al. and Stamm as applied above teach all of the limitations except for a specific teaching 
of using a releasable liner as the substrate. However, Chau et al. are not limited to any 
particular type of substrate, and Chau et al. are not limited to any particular . 
retroreflective article. Thus, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to use as the substrate taught by Chau et al. as 
modified by Stamm a releasable liner as suggested by Rowland as it was conventional 
in the art to form the retroreflective article on a releasable liner substrate when the 
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retroreflective article is not permanently mounted during its production such that it may 
be applied later to a final substrate. It would also be obvious to use a heat-activated 
adhesive as in claim 3 for the same reasons as a pressure sensitive adhesive is used 
(i.e. to mount the article). 

7. Claims 1,3-13, 15-21 and 35-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over either Rowland (5376431) or Rowland (3810804) in view of Stamm. 

Both primary references teach a retroreflective article comprising cube corner 
prisms coated with a reflective layer that has an adhesive there over. Refer to figure 3 in 
Rowland '804 showing prisms 12, reflective layer 30 and adhesive layer 32. Refer to . 
figure 5 in Rowland '431 showing prisms 12, reflective layer 14 and adhesive layer 20. 
The primary references differ from the recited invention in that the prisms are 
considered a positive array (i.e. protrude outwardly) instead of a negative array (i.e. 
form cavities as recited in the instant claims). This is done so that light that enters 
through the back side (i.e. side opposite the adhesive or flowable material) is reflected 
back there through. The applicants invention is in forming the cube corners as cavities 
in the front side then applying a reflective film and adhesive thereto so that the article 
can be mounted from the front side and light can pass through the side with the 
adhesive and be reflected. It would appear this would be used to mount to a transparent 
substrate. 

Stamm teaches that an array of cube corner elements can be in either cavity or 
prism form, then coated reflective material and filled in with a transparent medium in 
order to form an optical element having high reflective efficiency. Refer to column 2, 
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lines 1-12, column 3, lines 34-65, column 4, lines 12-22, column 5, lines 8-15, column 6, 
lines 38-47, column 24, lines 1-38 and specifically column 25, lines 12-22 which 
disclose the alternative of the cavities or prism cube corner elements. 

Therefore, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to either primary reference to form the cube corner 
elements as a cavity, as taught by Stamm, in order for light to be able to pass through 
the adhesive side of the article when used and be reflected therefrom motivated by the 
fact that Stamm teaches either prisms or cavities are know cube corner elements. The 
elastic modulus of claims 10 and 1 1 would be obvious to one of ordinary skill in the art 
motivated by the fact that the structure has been shown to be known and similar 
materials are used in the prior art and one would conform properties of an article to its. 
particular application. Regarding the pressure sensitive adhesive limitation in claim 1, 
Rowland '431 teaches such at column 5, lines 37-40. Rowland '804 also discloses 
pressure sensitive adhesives at column 7, lines 68-69. With respect to the modulas 
limitations in claims 15 and 35 it is the examiners position that these are inherent in the 
prior art since the same type of materials are disclosed for each layer. Rowland '431 
teaches polyester for the body at column 5, line 12. The applicant discloses polyester 
for the body on page 15, line 28. Rowland teaches silicone pressure sensitive adhesive 
at column 5, lines 37-40. Silicone would have a modulas less than a much harder 
polycarbonate and/or polyester used for the body. In the absence of inherency, it would 

c 

have been obvious to one having ordinary skill in the art at the time the invention was 
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made to form the body of a more rigid material since it supplies the integrity and 
strength to the article. 

Allowable Subject Matter 

8. Claim 14 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

9. The following is a statement of reasons for the indication of allowable subject 
matter: The prior art fails to teach, or suggest, a second pressure sensitive adhesive 
layer on the rear surface as recited. 

Response to Arguments 

10. Applicant's arguments with respect to claims 1 , 3-21 and 35-37 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Donald Loney whose telephone number is (571 ) 272- 
1493. The examiner can normally be reached on Mon, Tues, Thurs and Fri. 8AM-4PM, 
flex schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571 272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). i | 
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Primary Examiner 
Art Unit 1772 



DJLD. Loney 
02/03/06 



